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DETAILED ACTION 
Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 1,16, and 22 are rejected on the ground of nonstatutory double patenting 
over claims 1 and 1 8 of U. S. Patent No. 7367027 B1 and claims 1,16, and 26 of U.S. 
Patent No. 7313791 B1 since the claims, if allowed, would improperly extend the "right to 
exclude" already granted in the patent. 

The subject matter claimed in the instant application is fully disclosed in the 
patent and is covered by the patent since the patent and the application are claiming 



common subject matter, as follows: 



Application 10646230 


Patent 7367027 


Patent 7313791 


Common matter 


1. A mobile services 
network comprising: 


1 . A system for generating 
efficient and compact 


1 . A network for updating 
contents of memory 


Underlined 
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of firmware was not able 
to be predicted based 




the electronic device; and 
updatinq the oriqinal imaqe 




upon the old imaqe of 
firmware. 


in the electronic device to 
the new imaqe, usinq the 
update packaqe. 



Furthermore, there is no apparent reason why applicant was prevented from 
presenting claims corresponding to those of the instant application during prosecution of 
the application which matured into a patent. See In re Schneller, 397 F.2d 350, 158 
USPQ 210 (CCPA 1968). See also MPEP § 804. 



Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 16 and 22 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

Claims 16 and 22 are drawn to a "method" perse, as recited in the preamble, are 
not tied to another statutory class (such as a particular apparatus) and as such are non- 
statutory subject matter. See MPEP § 2106.IV.B. 

Based on Supreme Court precedent and recent Federal Circuit decisions, a § 
101 process must (1) be tied to another statutory class (such as a particular apparatus) 
or (2) transform underlying subject matter (such as an article or materials) to a different 
state or thing. If neither of these requirements is met by the claim, the method is not a 
patent eligible process under § 101 and should be rejected as being directed to a non- 
statutory subject matter. 



Application/Control Number: 10/646,230 Page 10 

Art Unit: 2617 

An example of a method claim that would not qualify as statutory process would 
be a claim that recited purely mental steps. Thus, to qualify as a § 101 statutory 
process, the claim should positively recite the other statutory class (the thing or product) 
to which it is tied, for example by identifying the apparatus that accomplishes the 
method steps, or positively recite the subject matter that is being transformed, for 
example by identifying the material that is being changed to a different state. 

Claims 16 and 22 comprise elements (such as generating, determining, and 
outputting) that show how a process is performed, but they do not show what physical 
element performs the process (mobile terminal, server, memory, base station, MSC, 
etcetera...). Thus, claims 16 and 22 are not tied to another statutory class (such as a 
particular apparatus). 

Response to Amendment 

Claims 1,16, and 22 have been amended. 

Response to Arguments 
Applicant's arguments with respect to claims 1-22 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
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only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1-15 are rejected under 35 U.S.C. 102(e) as being anticipated by Peleg 
(US 6546552 B1). 

Regarding claim 1. Criss et al. discloses a mobile services network (abstract fig. 
1 (whole), 12 (elements 296, 297, 298), wherein Criss et al. shows a mobile service 
network) comprising: 

a mobile electronic device (mobile terminal fig. 1 element 36, Criss shows mobile 
devices); 

an update package repository fl[: 13, Criss teaches FTP server sending update 
package to mobile terminals, hence, update package repository); 

Management server fl[:52, 55, 60, 61 , Criss teaches administrator, host 
computer, and FTP server, hence, management server), 

generator with nodes preprocessor, which generates a package of update 
information (IT,: 13, 16, Criss et al. teaches host computer providing wireless updates, 
schedule table and other activities, disperse through base stations); and 

wherein generating comprises predicting the contents of locations in the new 
version of firmware and identifying as nodes corresponding locations in an old version 
of firmware for the mobile electronic device (fig. 1 , 5, 7; 1{: 52, 54-57, 74; Criss et al. 
teaches the update packages either requested by user of mobile device or by the 
mobile device is able to determine, by information given by administrator, what fields it 
needs on the update package and whether fields need to be deleted, added or modified, 
hence, Nodes are predicted and determined at mobile terminals memory and also at 
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comparison made with new firmware as to identifiers showing differences between old 
version and new is presented at the header of packet in a compressed form) and a new 
version of firmware for the mobile electronic device (1J: 52, 54-57, Criss et al. teaches 
new version of firmware for mobile electronic device is available when it is determined 
that mobile electronic device needs the updated new version of firmware), for which 
contents of the location in the new version of firmware was not predicted based upon 
the old version of firmware fl[: 74, 75, Criss et al. teaches information concerning 
differences in address of data packets that need to be updated through new version 
firmware package in a compress form included in the header of package, hence, 
"prediction" or, in other words, address stack identifier are presented in the header in 
compress form, since these locations are new they are not based upon the old version 
of firmware, furthermore, the location of contents in new version of firmware would be 
different that of the old version of firmware, hence, new firmware and it would not be 
predicted by old version of firmware). 

Consider claim 2. The network according to claim 1, Criss et al. discloses 
wherein the generator with nodes preprocessor generates update packages by 
comparing an old version and a new version of firmware (Criss et al. teaches 
comparison according to predetermined criteria to updating being appropriate, 
paragraph [0016]-[0017], [0051], [0074]). 

Consider claim 3. The network according to claim 2, Criss et al. discloses 
wherein the update packages are populated into the update package repository (fig. 5, 
12-14, paragraph [0101], [0103], Criss et al. teaches where the files are stored the path 
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taken can be stored in the host computer or FTP as to where the files names are 
located). 

Consider claim 4. The network according to claim 2, Criss et al. discloses 
wherein the generated update packages incorporate filter information (paragraph 
[0017], [0016], [0051]; Criss et al. teaches that system compares version of operating 
system and then sends what the mobile needs on update packages, hence, filtering the 
information). 

Consider claim 5. The network according to claim 2, Criss et al. discloses 
wherein the generated update packages incorporate node information (fig. 5, 13; 
paragraph [0101], [0103], Criss et al. discloses teaches that the mobile determines that 
the data and file names and fields that are to be downloaded to the mobile is different 
from what the mobile currently has, hence, the node information is included in the 
update packages). 

Consider claim 6. The network according to claim 1, Criss et al. discloses 
wherein the management server and the update package repository are 
communicatively coupled (fig. 1 , abstract, paragraph [0047], Criss et al. teaches 
management server or host is hardwired communicatively with FTP server). 

Consider claim 7. The network according to claim 1, Criss et al. discloses 
wherein the generator with nodes preprocessor and the update package repository are 
communicatively coupled (fig. 1,12, paragraph [0100], Criss et al. teaches that the 
computer host and the FTP server are communicatively connected by the system 
backbone). 
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Consider claim 8. The network according to claim 1, Criss et al. discloses 
wherein the generator with nodes preprocessor is located at a remote location from the 
update package repository (fig. 1, 5a-5d, 12, paragraph [0099]-[0100], Criss et al. 
teaches that host and FTP server and base stations are separate from each other, Host 
interacts with mobile through the base station determining update package necessitated 
by mobile, FTP server contains update packages). 

Consider claim 9. The network according to claim 1, Criss et al. discloses 
wherein the mobile electronic device comprises: 

a non-volatile memory (EEPROM paragraph [0054], Criss et al. teaches 
EEPROM in mobile terminal, which is to say non-volatile memory); 

a random access memory (RAM paragraph [0063], [0062], [0064], fig. 5a-5d, 
Criss et al. teaches type of file being assign to the package of update to mobile device 
hence the ability that the mobile device has Random Access Memory); and 

security services (abstract, % 99; Criss et al. teaches system for transmitting 
securely, WAN system have protocols that adhere to having at least one set of security 
services or parameters). 

Consider claim 10. The network according to claim 9, Criss et al. wherein the 
non-volatile memory comprises: an update agent; a firmware and real-time operating 
system; a download agent; and a boot initialization (paragraph [0054], [0057], Criss et 
al. teaches that non-volatile memory can comprise of related utility programs, hence, 
the ability of possessing download agent, boot initialization, update agent, firmware, and 
real-time operating system). 
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Consider claim 11. The network according to claim 10, Criss et al. discloses 
wherein the non-volatile memory further comprises an operating system layer (BIOS 
paragraph [0053]-[0054], Criss et al. teaches basic-input-output-system updates). 

Consider claim 12. The network according to claim 10, Criss et al. discloses 
wherein the non-volatile memory further comprises an end-user-related data and 
content unit (paragraph [0054], [0057], Criss et al. teaches that non-volatile memory can 
comprise of related utility programs, hence, the ability of possessing download agent, 
boot initialization, update agent, firmware, and real-time operating system). 

Consider claim 13. The network according to claim 10, Criss et al. disclose 
wherein the mobile electronic device executes an update process according to the 
following: 

downloading an update package from the update package repository (If: 52); 
rebooting fl[: 54, 57); executing the boot initialization (% 54, 57); determining whether an 
update process is needed (paragraph [0016]-[0017], [0051], [0074]-[0075]); and 
invoking the update agent (paragraph [0054], [0057], Criss et al. teaches that non- 
volatile memory can comprise of related utility programs, hence, the ability of 
possessing download agent, boot initialization, update agent, firmware, and real-time 
operating system). 

Consider claim 14. The network according to claim 13, Criss et al. discloses 
wherein the mobile electronic device determines the need for an update process based 
on status information (paragraph [001 6] -[00 17], [0051], [0074]-[0075]). 
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Consider claim 15. The network according to claim 13, wherein the mobile 
electronic device invokes the update agent to execute the update process if it is 
determined an update process is needed (paragraph [0054], [0057], [0074]-[0075], Criss 
et al. teaches that non-volatile memory can comprise of related utility programs, hence, 
the ability of possessing download agent, boot initialization, update agent, firmware, and 
real-time operating system). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 16-22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Criss et al., and in view of Peleg (US patent 6546552). 

Regarding claim 16. Criss et al. discloses a method for generating an update 
package using an old image and a new image of a firmware in a mobile services 
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network (1J: 51 , 52, 54, 57, Criss et al. teaches firmware updates related to current 
version on mobile device), the method comprising: 

However, Criss et al. does not discloses converting symbols in the new and old 
images of the firmware into distance information; determining a list of nodes in the old 
and new images of the firmware; nonetheless, the examiner maintains that these 
elements are known in the art at the time the invention of Criss et al. was made and 
taught by Peleg (see Peleg, abstract, col. 10 lines: 16 — col. 14 lines: 32, inter alia, 
Peleg teaches scanning old program for distinct label marks as well as the new 
program, see fig. 2a-b, wherein references entry meaning address location, hence, 
creating distance information using old and new program to generate changes, 
deletions, and replacing of data). Therefore, it would have been obvious to a person of 
ordinary skill in the art at the time the invention was made to specifically include new 
and old programs of firmware into distance information, determining a list of nodes in 
the old and new firmware as taught by Peleg, for the purposes of creating an efficient 
way of incremental software updates and version control (col. 2 lines: 17-23). 

generating filter information 101, 103, 109, Criss et al. teaches file names and 
packages that replace or delete or modified firmware wherein reference of Criss further 
teaches comparing old and new firmware creating and determining information to be 
modified, deletion and replacing; hence, having exact location address and filter 
information to be more efficient); 

generating the update package (Criss et al. teaches new version of firmware 
either by user of system see Criss et al. reference); and 
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outputting the generated update package ( Criss et al. teaches package being 
sent, mobile devices equipped with transceivers, see figures); 

wherein determining comprises predicting the contents of locations in the new 
version of firmware and identifying as nodes corresponding locations in the old image of 
firmware (fig. 1 , 5, 7; If: 52, 54-57, 74; Criss et al. teaches the update packages either 
requested by user of mobile device or by the mobile device is able to determine, by 
information given by administrator, what fields it needs on the update package and 
whether fields need to be deleted, added or modified, hence, Nodes are predicted and 
determined at mobile terminals memory and also at comparison made with new 
firmware as to identifiers showing differences between old version and new is presented 
at the header of packet in a compressed form) and the new image of firmware (If: 52, 
54-57, Criss et al. teaches new version of firmware for mobile electronic device is 
available when it is determined that mobile electronic device needs the updated new 
version of firmware) for which contents of the location in the new image of firmware was 
not able to be predicted based upon the old image of firmware (If: 74, 75, Criss et al. 
teaches information concerning differences in address of data packets that need to be 
updated through new version firmware package in a compress form included in the 
header of package, hence, "prediction" or, in other words, address stack identifier are 
presented in the header in compress form, since these locations are new they are not 
based upon the old version of firmware, furthermore, the location of contents in new 
version of firmware would be different that of the old version of firmware, hence, new 
firmware and it would not be predicted by old version of firmware); and 
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However, Criss et al. does not discloses wherein generating filter information 
comprises capturing information regarding addresses where the contents of the location 
in the new image of firmware was able to be predicted : nonetheless, the examiner 
maintains that these elements are known in the art at the time the invention of Criss et 
al. was made and taught by Peleg (see Peleg, abstract, col. 10 lines: 16 — col. 14 lines: 
32, inter alia, Peleg teaches scanning old program for distinct label marks as well as the 
new program, see fig. 2a-b, wherein references entry meaning address location, hence, 
creating distance information using old and new program to generate changes, 
deletions, and replacing of data). Therefore, it would have been obvious to a person of 
ordinary skill in the art at the time the invention was made to specifically include new 
and old programs of firmware into distance information, determining a list of nodes in 
the old and new firmware as taught by Peleg, for the purposes of creating an efficient 
way of incremental software updates and version control (col. 2 lines: 17-23). 

Regarding claim 22. Criss et al. discloses a method for generating an update 
package using an old image and a new image of a firmware for a mobile electronic 
device in a mobile services network, the method comprising the steps of: 
However, Criss et al. does not discloses converting symbols in the new and old images 
of the firmware into distance information; determining a list of nodes in the old and new 
images of the firmware; nonetheless, the examiner maintains that these elements are 
known in the art at the time the invention of Criss et al. was made and taught by Peleg 
(see Peleg, abstract, col. 10 lines: 16 — col. 14 lines: 32, inter alia, Peleg teaches 
scanning old program for distinct label marks as well as the new program, see fig. 2a-b, 
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wherein references entry meaning address location, hence, creating distance 
information using old and new program to generate changes, deletions, and replacing of 
data). Therefore, it would have been obvious to a person of ordinary skill in the art at 
the time the invention was made to specifically include new and old programs of 
firmware into distance information, determining a list of nodes in the old and new 
firmware as taught by Peleg, for the purposes of creating an efficient way of incremental 
software updates and version control (col. 2 lines: 17-23). 

generating information for a first filter 101 , 103, 109, Criss et al. teaches file 
names and packages that replace or delete or modified firmware wherein reference of 
Criss further teaches comparing old and new firmware creating and determining 
information to be modified, deletion and replacing; hence, having exact location address 
and filter information to be more efficient); creating a partially modified old image of the 
firmware utilizing the first filter; generating information for a second filter (1J: 101 , 103, 
109, Criss et al. teaches file names and packages that replace or delete or modified 
firmware wherein reference of Criss further teaches comparing old and new firmware 
creating and determining information to be modified, deletion and replacing; hence, 
having exact location address and filter information to be more efficient); 
creating a modified old image of the firmware utilizing the second filter and the 
partially modified old image of the firmware; generating the update package; outputting 
the generated update package; and 

wherein determining comprises predicting the contents of locations in the new version of 
firmware and identifying as nodes corresponding locations in the old image of 
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firmware (fig. 1 , 5, 7; ^: 52, 54-57, 74; Criss et al. teaches the update packages either 
requested by user of mobile device or by the mobile device is able to determine, by 
information given by administrator, what fields it needs on the update package and 
whether fields need to be deleted, added or modified, hence, Nodes are predicted and 
determined at mobile terminals memory and also at comparison made with new 
firmware as to identifiers showing differences between old version and new is presented 
at the header of packet in a compressed form) and the new image of firmware (1J: 52, 
54-57, Criss et al. teaches new version of firmware for mobile electronic device is 
available when it is determined that mobile electronic device needs the updated new 
version of firmware) for which contents of the location in the new image of firmware was 
not able to be predicted based upon the old image of firmware(U: 74, 75, Criss et al. 
teaches information concerning differences in address of data packets that need to be 
updated through new version firmware package in a compress form included in the 
header of package, hence, "prediction" or, in other words, address stack identifier are 
presented in the header in compress form, since these locations are new they are not 
based upon the old version of firmware, furthermore, the location of contents in new 
version of firmware would be different that of the old version of firmware, hence, new 
firmware and it would not be predicted by old version of firmware). 

Consider claim 17. The method according to claim 16 wherein has similar 
limitation as claim 16 (see claim 16 for rejection). 

Consider claim 18. The method according to claim 16 wherein the determining 
comprises similar limitation as claim 16 (see claim 16 for rejection). 
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Consider claim 19. The method according to claim 16, Criss et al. discloses 
wherein a pre-predict phase is performed to generate filter information, and wherein the 
pre-predict phase comprises: 

identifying instructions using instruction prediction fl|: 51-52, 77, Criss et al. 
teaches identifying instruction when comparing old version of firmware); 

fixing address locations and producing filter information fl|: 101, 103, 109, Criss 
et al. teaches file names and packages that replace or delete or modified firmware 
wherein reference of Criss further teaches comparing old and new firmware creating 
and determining information to be modified, deletion and replacing; hence, having exact 
location address and filter information to be more efficient); and 

fixing data and producing filter information using block hunting 69, 77, 110- 
111, Criss et al. teaches file names and packages that replace or delete or modified 
firmware wherein reference of Criss further teaches comparing old and new firmware 
creating and determining information to be modified, deletion and replacing; hence, 
having exact location address and filter information to be more efficient, block hunting is 
well known in the art). 

Consider claim 20. The method according to claim 16 wherein the filter 
information comprises node location 74, 75, Criss et al. teaches information 
concerning differences in address of data packets that need to be updated through new 
version firmware package in a compress form included in the header of package, 
hence, "prediction" or, in other words, address stack identifier are presented in the 
header in compress form, since these locations are new they are not based upon the 
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old version of firmware, furthermore, the location of contents in new version of firmware 
would be different that of the old version of firmware, hence, new firmware and it would 
not be predicted by old version of firmware) and address range information where 
prediction was successful (Criss et al. teaches comparison according to predetermined 
criteria to updating being appropriate, paragraph [0016]-[0017], [0051], [0074], hence, 
when data is compared between new and old versions firmware are different then 
prediction was not successful when the address location is the same when comparing 
between the two then it was successful prediction of node locations). 

Consider claim 21. The method according to claim 16, Criss et al. discloses 
wherein a pre-predict phase is performed to generate filter information, and wherein the 
pre-predict phase is followed by a predict phase, wherein the predict phase comprises: 

performing instruction prediction utilizing the generated filter information flj: 101, 
103, 109, Criss et al. teaches file names and packages that replace or delete or 
modified firmware wherein reference of Criss further teaches comparing old and new 
firmware creating and determining information to be modified, deletion and replacing; 
hence, having exact location address and filter information to be more efficient); and 

executing block hunting utilizing the generated filter information fl[: 101, 103, 69, 
1 09, 110-111, Criss et al. teaches file names and packages that replace or delete or 
modified firmware wherein reference of Criss further teaches comparing old and new 
firmware creating and determining information to be modified, deletion and replacing; 
hence, having exact location address and filter information to be more efficient, block 
hunting is well known in the art). 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DIEGO HERRERA whose telephone number is 
(571)272-0907. The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lester Kincaid can be reached on (571) 272-7922. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Diego Herrera/ 
Examiner, Art Unit 2617 

/Lester Kincaid/ 

Supervisory Patent Examiner, Art Unit 2617 



